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University College Dublin

Invention Disclosure Form Instructions

Instructions for Completing Intellectual Property Disclosure Form 

Background

The purpose of the Intellectual Property Disclosure Form (IDF) is to record the Intellectual Property (IP) that you have created so that NovaUCD, can evaluate its patentability and commercial potential.  Under the UCD IP Policy all IP must be disclosed promptly to the University through NovaUCD.  Such IP may be in the form of an invention, technology or software. 

The IDF enables NovaUCD to record the creation of the IP and provides information to assist NovaUCD in the determination of the legal title and any third party claims to IP rights associated with that creation.  The IDF will also be shared with external patent agents as the basis of drafting a patent application.  Disclosure will also assist the University in fulfilling its contractual obligations in reporting IP arising from funded research to relevant agencies, e.g. Enterprise Ireland, Science Foundation Ireland.

Although each invention begins as an idea, the researcher(s) should demonstrate feasibility by reducing the idea to practice with experimental data and/or working prototypes.  In general, an invention that is still at an idea stage should be further developed by the researcher(s) before it is submitted.  

NovaUCD reviews all IDFs arising from UCD research.  Where appropriate, NovaUCD will discuss with the inventors the prospect for further development and commercialisation.  In circumstances where the IP is successfully exploited any royalties derived from the licensing, assignment or sale of UCD owned IP are shared with the creator(s), their Schools and the University in accordance with University IP Policy. 

Distribution of copies of an IDF to third parties is prohibited, except where the technical description provided in the IDF is shared with prospective licensees under a confidentiality agreement.

Instructions

Under Invention Name, please provide a brief descriptive title to aid in identifying what the invention is and what it does.

The following instructions correspond to the numbered items on the IDF: 

1.
Invention Details
1.1- 1.9
The purpose of this section is to determine the patentability of the proposed invention and the potential commercial application(s) of the invention.  Hence, it is important to answer each of the questions listed under 1.1 – 1.9 in full.  Please attach as an appendix, additional sources of information that you deem relevant in answering these questions.

This section will also be shared with an outside patent agent as the basis for drafting a patent specification.  

2. 
Prior Art
The purpose of this section is to determine if there has been prior publication/disclosure of any aspect of the proposed invention, e.g. a paper which described novel and/or inventive features of the invention.  This in turn may invalidate the patentability of the invention, and/or weaken the strength of the proposed claims that are based on the invention.  

2.1
The inventor should conduct a literature search and report the results under section 2.1 or in an attached appendix. 
2.2
The inventor should conduct a patent search using relevant patent databases and report the results under section 2.2 or in an attached appendix.  Relevant databases include:

http://ep.espacenet.com/advancedSearch?locale=en_ep
http://www.uspto.gov/patft/index.html
Please consult with NovaUCD staff who can assist in this search.

2.3
Please list disclosure of any aspect of the invention that has occurred without the protection of confidentiality/non-disclosure agreement.  Disclosure can be written (journal articles, abstracts) or oral (presentations at meetings, conferences etc.). 

3.
FUNDING AND CONTRACTS

3.1
All research grants, contracts or other external funds that were used in developing the IP should be listed so that any third party rights to the invention can be determined.  Hence, please list all sources of funding (e.g. SFI or industrial), the project title and contract or grant number(s) used to support the research resulting in the invention.

3.2
If the intellectual property is linked to any Materials Transfer Agreements, Confidentiality Agreements, Consultancies or other arrangements, or if its development relied on Background IP, then please provide details.

4.
INVENTOR DETAILS
4.1.
Please list complete details for each researcher, including students, who contributed to the invention, including any contributors from institutions outside of UCD.  A contributor is an individual who has conceived an essential element of the invention either independently or jointly with others during the development of the technology concept or reduction to practice.  Unlike authorship of a scientific publication, inventorship is a matter of law and a patent that fails to name the correct inventors either because those listed are not true inventors or true inventors are excluded, may be ruled invalid. 
Actual entitlement to inventorship can only be correctly assigned when prosecution of a patent application is fully complete, as it is the content of the final claims that are granted which establishes entitlement and this can be different from the original claims in the initial application. Hence, in certain circumstances, it may be necessary to amend the listing of inventors at a later date at the patent office.

Finally, each contributor to the invention must sign the IDF as indicated.  
Review and approval process

When completed, the form should be sent electronically to Dr Ciaran O’Beirne, (ciaran.obeirne@ucd.ie) with a signed original to be sent to the address below:
Dr Ciaran O’Beirne

Manager, Technology Transfer

NovaUCD

Belfield Innovation Park

University College Dublin 

Belfield

Dublin 4. 

Following review by NovaUCD staff, the IDF will be presented at a meeting of the Intellectual Property Committee ("Committee").  The Committee meets every second Wednesday.  The Committee may make one of the following recommendations:
1.
UCD has an interest in the invention and such interest should be pursued.  NovaUCD will then select an outside patent agent to prepare an opinion as to the patentability of the invention and to work with the inventor on the patent application. 

2. UCD has an interest in the invention; however sufficient data is not available for the Committee to make an informed decision.  In this instance, the inventor may be requested to continue his/her work and resubmit an updated IDF to the Committee once he/she obtains the additional data or information requested by the Committee.

3. UCD does not have an interest in the invention and the Committee recommends that the invention be returned to the inventor with certain conditions applied. 
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